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DETAILED ACTION 
Information Disclosure Statement 

1 . An initialed and dated copy of Applicant's IDS form 1449, is attached to the 
instant Office action. 

Response to Amendment 

2. Applicant's amendment was received on 6/23/04, and has been entered and 
made of record. Currently, claims 1-3 and 5 are pending. 

Response to Arguments 

3. Upon review of the reference of Morisawa et al. (U.S. Patent No. 5,881,214), 
which was cited in the Office Action dated 3/23/04 under 35 U.S.C. 102(b), as being 
clearly anticipating claims 1 and 4, the examiner notes that the reference can still be 
interpreted as anticipating the claims, as currently amended. 

In response to applicant's argument regarding the currently amended claim 1, the 
applicant explains how current invention differs from the teachings of Morisawa. 
Particularly, the applicant states that "there is no correspondence between any of the 
index images and the storing area designating information without the user's marking 
operation on the mark sheet according to the Morisawa invention." Further, the 
applicant states that the marking operation is complicated and thus unintended marking 
square could be erroneously marked. Examiner respectfully disagrees. The image 
output apparatus of Morisawa reads and decodes the index information (disk ID code 
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and the index image ID code represented by the bar codes in S4 of fig. 12) and 
documents subsequent to the index sheet (mark sheet in fig. 1 1) is scanned and stored 
in the disk (storage area) defined by the bar codes (S13). Note that if the optical disk 
(storage area) in the apparatus is different from the disk defined by the bar codes then 
the whole scanning operation is terminated (S14). Therefore, the claimed index 
information is equivalent to the bar codes, which is generated and printed automatically 
not manually, of Morisawa since they define the optical magnetic storage for storing the 
scanned document (col. 9, lines 58-60). 

4. Therefore, the rejection of claims 1 and 4, as cited in the Office action dated 
3/23/04, under 35 U.S.C. 102(b), as being anticipated by Morisawa et al., is maintained 
in the Office action. 

5. Applicant's arguments with respect to claim 5 have been considered but are moot 
in view of the new ground(s) of rejection. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Morisawa et 
al. U.S. Patent No. 5,881,214 (hereinafter Morisawa). 
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6. With respect to claim 1, Morisawa discloses an image output apparatus, 
comprising: 

an image reading section for (image reading unit 25 in fig. 11) reading an image 
on a document and converting the image into image data (col. 7, lines 18-42); 

an image storing section (optical magnetic disk storage unit 21) for storing the 
image data read by the image reading section; 

an image output section (image printing unit 27) for outputting the image 
corresponding to the document on the basis of the image data stored in the image 
storing section (col. 6, lines 33-36); 

an index sheet issue instruction accepting section (keyboard 15) for accepting an 
instruction to issue the index sheet; 

an index sheet output control circuit (image printing unit 27) for causing the 
image output section to output an index sheet in response to the acceptance of the 
instruction to issue the index sheet by the index sheet issue instruction accepting 
section, the index sheet output by the image output section carrying index information 
(fig. 7 &col. 6, lines 12-37); 

an index recognizing circuit (CPU 1 1 in conjunction with RAM 300 in col. 2, lines 
63-64 and S4 in fig. 12) for image-recognizing, when the index sheet (marking sheet 
400) is read by the image reading section, the index information on the sheet (bar codes 
403-405 in figs. 5 & 6); 

an index registering circuit for registering the index information recognized by the 
index recognizing circuit and corresponding storage area designation information for 
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designating a storage area (a particular disk among a plurality of disks) in said image 
storage section, associated with each other (col. 5, lines 32-38); and 

a circuit for storing image data representing a document, which has been read by 
the image reading section subsequently to the index sheet (fig. 1 1 ), in a storage area of 
the image storing section designated by storage area designation information 
associated with the index information (col. 7, line 55 - col. 8, line 57), the index sheet 
having been output by the image output section under control of the index sheet output 
control circuit (fig. 7). 

The image output apparatus of Morisawa reads and decodes the index 
information (disk ID code and the index image ID code represented by the bar codes in 
S4 of fig. 12) and documents subsequent to the index sheet (mark sheet in fig. 1 1 ) is 
scanned and stored in the disk (storage area) defined by the bar codes (S13). Note that 
if the optical disk (storage area) in the apparatus is different from the disk defined by the 
bar codes then the whole scanning operation is terminated (S14). Therefore, the 
claimed index information is equivalent to the bar codes since they identify the optical 
magnetic storage for storing the scanned document (col. 9, lines 58-60) and marking 
operation is thus, unnecessary at least for defining the storage area in the scanning 
mode. 

Note that the bar code 404 represents/defines a particular disk or a storage area 
among other disks or storage areas (col. 5, lines 32-38). 
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Moreover, an index sheet issue instruction accepting section is an inherent 
feature in the Morisawa apparatus since there must be a command key to generate the 
marking sheet. 

Therefore, Morisawa discloses the invention as specified in claim 1. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 2 and 3 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Morisawa (hereinafter reference 1) as applied to claim 1 above, and further in view of 
Morisawa U.S. Patent No. 5,933,548 (hereinafter reference 2). 
7. With respect to claim 2, reference 1 discloses the image output apparatus 
according to claim 1 , but it does not disclose expressly a circuit for overwriting. 

Reference 2, the same field of endeavor of marking sheet in the image output 
apparatus, discloses a circuit for overwriting, when the index information recognized by 
said index recognizing circuit has already been registered by said index registering 
circuit, an image data representing a document which has been read by said image 
reading section subsequently to the index sheet on the storage area, in said image 
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storing section which is to be designated by the storage area designation information 
associated with the index information (col. 8, lines 7-17). 

Further, overwriting newly obtained data to an already occupied memory space is 
a well-known method in memory management art. 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to combine the overwriting or updating method taught 
by reference 2 to the method of storing a plurality of print data in designated memory 
area of reference 1 . 

The suggestion/motivation for doing so would have been to efficiently update the 
newly obtained print data in the same memory area. 

Therefore, it would have been obvious to combine two references to obtain the 
invention as specified in claim 2. 

8. With respect to claim 3, reference 1 discloses the image output apparatus 
according to claim 1 , but it does not disclose expressly an index image output 
instruction accepting section for accepting an index image output instruction for 
outputting a document image corresponding to an index information carried on an index 
sheet, and an index image output control circuit for reading out, when said index 
recognizing circuit recognizes the index information in a state where the index image 
output instruction is accepted by the index image output instruction accepting section, 
the image data, in said image storing section, to be designated by the storage area 
designation information associated with the recognized index information, and causing 
the image output section to output the image corresponding to the image data. 
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Reference 2, the same field of endeavor of marking sheet in the image output 
apparatus, discloses an index image output instruction accepting section for accepting 
an index image output instruction for outputting a document image corresponding to an 
index information carried on an index sheet, and an index image output control circuit 
for reading out, when said index recognizing circuit recognizes the index information in 
a state where the index image output instruction is accepted by the index image output 
instruction accepting section, the image data, in said image storing section, to be 
designated by the storage area designation information associated with the recognized 
index information, and causing the image output section to output the image 
corresponding to the image data (col. 8, lines 53-62). 

The cited column teaches that an analysis program for the group index 
registration gets an output instruction for printing out the stored image data. 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to combine the printing method taught by reference 2 
with the method of storing a plurality of print data in designated or registered memory 
area of reference 1. 

The suggestion/motivation for doing so would have been to efficiently print out 
the image data that are previously stored under the index sheet. 

Therefore, it would have been obvious to combine two references to obtain the 
invention as specified in claim 3. 
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Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
references 1 & 2 as applied to claim 3 above, and further in view of Machino et al. 
Japanese Patent Publication No. 09-221263 (hereinafter Machino). 
9. With respect to claim 5, the combination of references 1 & 2 discloses the image 
output apparatus according to claim 3, wherein the image output section outputs and 
records an image of a document on a recording sheet (col. 6, lines 33-36 of reference 
1). 

The combination, however, does not disclose expressly that the index image 
output control circuit causes the image output section to discharge recording sheets to 
different positions for image data of respective documents. 

Machino, the same field of endeavor of image printing device, discloses an 
image output apparatus comprising an image output control section for discharging 
recording sheets to different trays for image data of respective documents (SOLUTION 
section of the Abstract). 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to implement the paper discharging apparatus of Machino into the marking sheet 
recognizing apparatus of references 1 & 2. 

The suggestion/motivation for doing so would have been to provide an apparatus 
that separates each print jobs so that each job can be distinguished from each other. 

Therefore, it would have been obvious to combine references 1 & 2 with Machino 
to obtain the invention as specified in claim 5. 
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Conclusion 

10. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CHAN S PARK whose telephone number is (703) 305- 
2448. The examiner can normally be reached on M-F 8am-4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward Coles can be reached on (703) 305-4712. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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